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" Tho MAILING DATE of this communication appears on the cover sheet with the correspondence address •• 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. §"133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 27 June 2005 , 
2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay le, 1935 CD. 11, 453 O.G. 213. 
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4) 13 Claim(s) 2.4-9,22-25,27,28 and 32-37 is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 2,4-9,22-25.27.28 and 32-37 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 185(a). 
Replacennent drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 
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1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 
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Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) 0 Inten/iew Summary (PTO-41 3) 

Paper No(s)/Mail Date. . 

5) CH Notice of Informal Patent Application (PTO-152) 

6) □ Other: ; . 



U.S. Patent and Trademar1< Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 12 



DP 



Application/Control Number: 09/903,331 Page 2 

Art Unit: 2173 

DETAILED ACTION 

1 . This Office Action is in response to the AMEDNDMENT entered on June 27, 
2005 for the patent application number (09/903,331 ), filed on July 1 1 , 2001 . 

Declaration under C.F.R. 1.131 

2. The Declaration filed on June 27, 2005 under 37 CFR 1 .131 has been 
considered but is ineffective to overcome the Chen et al (U.S. Pub. No. 2002/0033974 
A1 ) reference. The Applicant's declaration fails to provide conception of the invention 
prior to the date of March 7, 2001 (the filing date for Chen et al). Regarding proof of 
conception date, the declaration discloses a statement that the inventors conceived the 
subject matter of the '331 application at least as earlv as April 30. 2001 . Accordingly, 
the applicant fails to provide conception or a reduction to practice prior to the critical 
date of Chen et al (i.e., March 9, 2001). The Applicant's statement regarding Taiwan 
not being a signatory member of POT has nothing to do with the critical date of Chen et 
al. (i.e., March 9, 2001 which is a US filing date). 

Status of the claimed invention 

3. The pending claims 2, 4, 6-9, 22-25, 27-28, and 32-37 are examined herein as 
follows. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in sectbn 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 2. 4. 6-9. 22-25. 27-28, and 32-37 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Chen et al (U.S. Pub. No. 2002/0033974 A1 ). 

Similar to the current invention, Chen et al (Chen) relates to an input apparatus 
and method in a scanner that provides at least one composite button accompanied 
with friendly graphic interfaces to facilitate individual to intuitionally enable functions 
such as scanning or activating associated applications for editing scanned images 
(Chen, Field of the Invention). Chen also teaches the claimed invention as follows. 
With reoard to claim 22: 

Chen discloses a computer system (10) ("imaging system") (Chen, Fig. 1 A). 
The computer system (10) comprising a plurality of modules including in part a 
scan resident module (114) ("an intent-based image acquisition system") configured to 
provide a selectable command or button (142, 144, 146, 148 or 150) ("intent-based 
selections") (e.g., a scan button (SCAN) 142, a copy button (COPY) 144, a composite 
button (FCN) 146, an Internet communication button (WEB) 148, and a button for scan 
and then activating associated applications (SCAN-TO-AP) 150) to a user and receive 
digital image data corresponding to a captured image (Chen, paragraphs 24 and 27). 

The computer system (10) also includes a scanner (12) ("an image-capturing 
device") communicatively coupled to said scan resident module " intent-based image 
acquisition system" within the computer system 10 (Chen, Fig.. 1A). 
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Chen further discloses that the computer system (10) further includes at least in 
response to the user selecting one of the selectable commands ("intent-based 
selections"), the image-capturing device captures an image as digital image data in a 
format corresponding to the one of the intent-based selections (Chen, paragraphs 20, 
24, 25 and 27). 

Chen further discloses that said scan resident module (114) ("intent-based image 
acquisition system") is further configured to enable modification of said format 
responsive to a user input such that the format at which the image is captured is 
modifiable by the user (Chen, paragraphs 6, 7, 24 and 27). 
With regard to claim 25: 

Chen discloses a method (Fig. 4) for providing image data to a user. 

The method further includes providing selectable command or button (142, 144, 
146, 148 or 150) ("intent-based selections") (e.g., (e.g., a scan button (SCAN) 142, a 
copy button (COPY) 144, a composite button (FCN) 146, an Internet communication 
button (WEB) 148, and a button for scan and then activating associated applications 
(SCAN-TO-AP) 150) to the user, each of the user selection operation command ("intent- 
based selections" associated with an intended use of digital image data corresponding 
to a captured image (Chen, paragraphs 24 and 27). 

Chen further discloses in response to the user selecting one of the intent-based 
selections, capturing digital image data in a format corresponding to the one of the 
intent-based selections (Chen, paragraphs 7, 20 and 25). 
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Chen further discloses in response to a user input, modifying the format at which 
digital image data is to be captured in response to the user selecting the one of the 
selectable commands ("intent-based selections") (e.g., a scan button (SCAN) 142, a 
copy button (COPY) 144, a composite button (FCN) 146, an Internet communication 
button (WEB) 148, or a button for scan and then activating associated applications 
(SCAN-TO-AP) 150) (Chen, paragraphs 20 and 24). 

Chen further discloses that the selectable commands or buttons (142, 144, 146, 
148 and 150) ("Intent-based selections") or ("intent-based actuator") are provided to the 
user in response to actuation of an input command or selectable command button (e.g., 
142, 144, 146, 148 or 150 located on the input device 122 of the scanner (12) or an 
image-capturing device. For example, selecting the SCAN 142 button results in 
displaying a graphical interface shown in Fig. 3A, selecting the Fax 144 button results in 
displaying a graphical interface shown in Fig. 3B, and selecting FCN (composite) 146 
button results in displaying a graphical interface shown in Fig. 3C. 
With regard to claim 32: 

Chen discloses a computer system (10). The computer system (10) includes a 
plurality of modules including a scan resident module (114) ('an intent-based image 
acquisition system") configured to provide selectable command ("intent-based 
selections") (e.g., SCAN 142 button, Fax 144 button, and FCN (composite) 146 button, 
etc) to a user and receive digital image data corresponding to a captured image (Chen, 
paragraphs 20, 24, and 27). 
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The computer system also includes a scanner (12) an image-capturing device 
communicatively coupled to said intent-based image acquisition system (Fig. 1 A). 

Chen further discloses that said image-capturing device has an intent-based 
image acquisition system actuator (e.g., 142, 144, 146, 148 or 150 located on the input 
device 122 of the scanner (12)) such that, in response to actuating said intent-based 
image acquisition system actuator, said intent-based image acquisition system provides 
the intent-based selections to the user (Chen, paragraphs 20 and 24). 
With regard to claim 2: 

Chen also discloses that said scan resident module 114 ("intent-based image 
acquisition system") is configured to provide the user with a graphical user interface 
(e.g.. Figs. 3A-3C), said graphical user interface being configured to display to the user 
the intent-based selections (Chen, paragraphs 20, 24, 25 and 27). 
With regard to claim 4: 

Chen also discloses that a selecting of one of the buttons (e.g., 142, 144, 146, 
148, and 150) ("intent-based selections") is configured with format settings adapted to 
alter digital image data corresponding to a first intended use of the image data, and 
wherein said intent-based image acquisition system is further configured to enable 
modification of said format settings (Chen, paragraphs 7, 20, 24, 25 and 27). 
With regard to claim 5: 

Chen also discloses that said graphical user interface (Figs. 3A-3C) is configured 
to enable a user to preview image data that has been formatted to correspond to an 
intended use of the digital image data. 
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With regard to claim 6: 

Chen further discloses that said selectable commands or buttons (e.g., SCAN 
142 button, Fax 144 button, and FCN (composite) 146 button, etc) ("intent-based 
selections") are selected from the group consisting of: posting the image data on a Web 
site for printing, posting the image data on a Web site for viewing, emailing photo for 
printing, emailing photo for viewing, and archiving image data (Chen, paragraphs 20, 24 
and 25 also Chen's claim 3). 
With regard to claim 7: 

Chen also discloses that said image-capturing device is selected from the group 
consisting of: a scanner, a digital camera, a multi-function device, a digital sender, and 
a digital copier (Fig. 1A). 
With regard to claim 8: 

Chen also discloses that said scan resident module (" intent-based image 
acquisition system") is configured to launch an application, the application being 
configured to enable modification of the digital image data (Chen, paragraphs 26 and 
27, also Chen's claim 3). 
With regard to claim 9: 

Chen also discloses that said scan resident module ("intent-based image 
acquisition system") further comprises: means for enabling modification of the digital 
image data (Chen, paragraph 27). 
With regard to claim 23: 
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Chen also discloses that said image-capturing device has an selectable buttons 
("intent-based image acquisition system actuator"') such that, in response to actuating 
said ("intent-based image acquisition system actuator,") (e.g., selecting one of the 
buttons 142, 14, 146, 148 or 150), said scan resident module ("intent-based image 
acquisition system") provides the selectable command ("intent-based selections") to the 
user. For example, selecting the SCAN 142 button from the scanner results in 
displaying a graphical interface shown in Fig. 3A, selecting the Fax 144 button from the 
scanner results in displaying a graphical interface shown in Fig. 3B, and selecting FCN 
(composite) 146 button from the scanner results in displaying a graphical interface 
shown in Fig, 3C (Chen, paragraphs 20 and 27). 
With regard to claim 24: 

Chen also discloses that modification of the format of the digital image data 
comprises modification of a resolution (e.g., a scan resolution) at which the digital image 
data is acquired (Chen, paragraph 24). 
With regard to claim 27: 

Chen also discloses that modifying the format comprises modifying a resolution 
at which the digital image data is acquired (Chen, paragraph 24). 
With regard to claim 28: 

Chen also discloses that said modifying the digital image data after the digital 
image data has been acquired (Chen, paragraph 25). 
With regard to claim 33: 
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Chen also discloses that in response to the user selecting one of the selectable 
commands or buttons (142, 144, etc) ("intent-based selections"), the image-capturing 
device captures an image as digital image data in a format corresponding to the one of 
the intent-based selections (Chen, paragraphs 20 and 24). 
With regard to claim 34: 

Chen also discloses that said scan resident module ("intent-based image 
acquisition system") is further configured to enable modification of said format 
responsive to a user input such that the format at which the image is captured is 
modifiable by the user (Chen, paragraphs 24 and 27). 
With regard to claim 35: 

Chen also discloses that said modification of the format of the digital image data 
comprises modification of a resolution (e.g., scan resolution) at which the digital image 
data is acquired (Chen, paragraph 24). 
With regard to claim 36: 

Chen also discloses that said selectable commands or buttons ("intent-based 
selections") are selected from the group consisting of posting the image data on a Web 
site for printing, posting the image data on a Web site for viewing, emailing photo for 
printing, emailing photo for viewing, and archiving image data (Chen, paragraphs 20, 24 
and 25 also Chen's claim 3). 
With regard to claim 37: 

Chen also discloses that said scanner (12) image-capturing device is used to 
capture the digital image data (Chen, paragraph 22). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chen et 

al (U.S. Pub. No. 2002/0033974 AD in view of Os et al (U.S. Pat. No. 6.480.304). 

While Chen discloses a graphical user interface (Fig. 3A-3C) including at lest a 
plurality of buttons and captured or scanned image, but Chen does not clearly describe 
the graphical user interface is configured to enable to a user to preview the image. 
However, Os discloses a scanning system comprising a preview window, wherein the 
scanned image is displayed on a preview window 109 with a scaled page boundary of 
the selected page size overlaid on the scanned image (column 9, lines 5-20). 

Chen and Os are analogous art because they are from the same field of 
endeavor, scanning system. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to provide the graphical user interface of Chen with preview window of Os 
because as suggested by OS, the preview window will help user determine to quickly 
review the scanned image and adjust the scanned image according to the desired or 
selected page size (Os, column 9, lines 5-20). 

Therefore, it would have been obvious to combine Chen with Os to obtain the 
invention as specified in claim 5. 
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CONCLUSION 

6. TW^S ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Tadesse Hailu, whose telephone number is (571) 272- 
4051 . The Examiner can normally be reached on M-F from 1 0:30 - 7:00 ET. If attempts 
to reach the Examiner by telephone are unsuccessful, the Examiner's supervisor, John 
Cabeca, can be reached at (571) 272-4048 Art Unit 2173. 

8. An inquiry of a general nature or relating to the status of this application or 

proceeding should be directed to the Group receptionist whose telephone number is 

(703) 305-3900. 

Examiner Tadesse Hailu 
Art Unit 2173 
8/3/05 




